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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 12/12/07 have been fully considered but they are not 
persuasive. 

Applicant argues that the plain language of the count requires heat-treating said 
precursor film at a temperature above about 700°C and that the language of the lost 
count is unambiguous and does not disclose any other temperature other than above 
700°C. 

However, the subject matter of the lost count sets forth heat-treating said 
precursor film (comprising barium, fluorine, yttrium, and copper) at a temperature above 
about 700°C in the presence of oxygen. One of ordinary skill in the art would recognize 
heat-treating would begin at room temperature and then rise to a temperature of above 
700°C. As the temperature is increased to above 700°C, the precursor with oxygen 
present will be processed at a temperature of 400°C that will inherently form an 
oxyfluoride film which wherein the temperature is subsequently raised to a temperature 
of above 700°C in order to convert the oxyfluoride precursor to the superconducting 
material. It is stated in the specification that this is believed to be the mechanism that 
occurs during treatment of the precursor with oxygen at elevated temperatures 
(2005/0014652 [0036] and 2004/0171494 [0035]). Therefore, the specification supports 
the assertion that the oxyfluoride precursor film is formed in the process of the subject 
matter of the lost count. It appears that applicant's argument is focused on the 
recitation of forming a precursor film comprising barium, fluorine, yttrium, and copper. 
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However, as discussed above, it is maintained that the oxyfluoride precursor is 
inherently formed by the process conditions. 

It appears that the specification describes the formation of the intermediate metal 
oxyfluoride compound as the mechanism by which the invention, and therefore the lost 
count, is carried out. 

Applicant similarly argues that the time the precursor would need to be heated is 
not disclosed in the subject matter of the lost count. 

As stated above, it appears that the specification describes the formation of the 
intermediate metal oxyfluoride compound as the mechanism by which the invention, 
and therefore the lost count, is carried out. 

Applicant argues that the examiner improperly references applicant's 
specification to support the assertion that an oxyfluoride precursor film is formed in the 
process of the subject matter of the lost count. 

However, the specification is referenced only to demonstrate that the limitations 
present in the instant application are inherently present in the subject matter of the lost 
count. 

Applicant argues that the pending claim limitations "producing an oriented oxide 
superconducting film," "substantially stoichiometric proportions," "converting a metal 
oxyfluoride into the oxide superconductor," and "under conditions that enable the 
removal of HF from the film surface." 
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However, the rejection is maintained for the reasons set forth in the rejection of 

record. 

Applicant argues that claim 40 does not read on, and is therefore not generic to, 
the subject matter of the lost count as discussed above. 

However, it is maintained that claims 40-62 are not patentably distinct from the 
subject matter of the sole count, the claims stand rejected as estopped on the merits by 
the applicant's loss in the interference and the that the subject matter of claims 40-62 is 
generic to the subject matter of the lost count. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(g)(1 ) during the course of an interference conducted under section 1 35 or section 291 , another 
inventor involved therein establishes, to the extent permitted in section 104, that before such person's 
invention thereof the invention was made by such other inventor and not abandoned, suppressed, or 
concealed, or (2) before such person's invention thereof, the invention was made in this country by 
another inventor who had not abandoned, suppressed, or concealed it. In determining priority of 
invention under this subsection, there shall be considered not only the respective dates of conception 
and reduction to practice of the invention, but also the reasonable diligence of one who was first to 
conceive and last to reduce to practice, from a time prior to conception by the other. 

Claims 40-62 are rejected under 35 U.S.C. 102(g) over the sole lost count of 
Patent Interference No. 105,406. 

Claims 40-62 correspond to the subject matter of the sole count of Patent 
Interference No. 105,406, as to which a judgment adverse to the applicant has been 
rendered. A losing party is barred on the merits from seeking a claim that would have 
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been anticipated or rendered obvious by the subject matter of tlie lost count. In re 
Deckler, 977 F.2d 1449, 24 USPQ2d 1448 (Fed. Cir. 1992); Ex parte Tytgat, 225 USPQ 
907 (Bd. Pat. App. & Inter. 1985). See also MPEP §2308.03. 

In this instance, because claims 40-62 are not patentably distinct from the 
subject matter of the sole count, the claims stand rejected as estopped on the merits by 
the applicant's loss in the interference. The subject matter of claims 40-62 is generic to 
the subject matter of the lost count. As per Example 2 in MPEP §2308.03, since the 
generic claim encompasses subject matter lost in the interference, the generic claim 
must be rejected as estopped on the merits by the loss in the interference. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAUL A. WARTALOWICZ whose telephone number is 
(571)272-5957. The examiner can normally be reached on 8:30-6 M-Th and 8:30-5 on 
Alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Paul Wartalowicz 
February 23, 2008 



/Steven Bos/ 
Primary Examiner 
A.U. 1793 



